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PATENT 
Docket No.: 10235/12 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICANTS : Masayoshi MURAMATSU et al. 
SERIAL NO. 10/022,434 
FILED December 20, 2001 

FOR fflGH PRODUCTION METHOD OF PRENYL ALCOHOL BY 

MICROORGANISMS 

GrTOUp Art Unit : To Be Assigned 

Examiner To Be Assigned 

BOX MISSING PARTS 

ASSISTANT COMMISSIONER FOR PATENTS 
Washington, DC 20231 

RESPONSE TO NOTICE TO FILE MISSING PARTS 
OF NON-PROVISIONAL APPLICATION 



m SIR: 

lU In response to the Notice to File Missing Parts of Non-Provisional Application mailed 

January 28, 2002, submitted herewith are the following: 

(1) Copy of Notice to file Missing Parts of Application 

(2) Executed Declaration and Power of Attomey (4 pages) 

(3) Assignment with Recordation Cover Sheet (3 pages) 

(4) Submission of Substitute Drawings and 11 Sheets of Substitute Drawings 

(5) Information Disclosure Statement (PTO 1449 and copies of two (2) references cited 
therein) 

(6) Claim to convention priority under 35 U.S.C. § 1 19 and certified copies of two (2) 
Japanese Priority applications 

(7) Petition in Response to the Notice to File Missing Parts of Non-Provisional Application 

(to Add Figure 5) with copies of stamped postcard and Application Cover Sheet 
04/01/2002 CCHAUl 00000106 110600 10022434 
01 rCslOS 130.00 CH 
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U.S. AppUcation Serial No. 10/022,434 
Attorney Docket No. 1023/12 



(8) Submission of the Sequence Listing and Statement Under 37 C.F.R. § 1.821(f), paper 
copy of the Sequence Listing (6 pages), and Diskette containing the computer readable 
form of the Sequence Listing. 

The Commissioner is authorized to charge $300.00 (37 CFR §1.1 6(e)) to Kenyon and 
Kenyon Deposit Account No. 11-0600. 



KENYON & KENYON 
1500 K Street, N.W., Suite 700 
Washington, DC 20005 
(202) 220-4200 
(202) 220-4201 



Respectfully submitted. 



KENYON & KENYON 



Dated: March 28. 2002 




Kristina M.Castellano 
Reg. No. 41,092 
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APPLICANT 
SERIAL NO. 
FILED 
FOR 



PATENT 

^ 25 DOCKET NO.: 10235/12 

LITED STATES PATENT A1VT> TRADEMAPl^ npuTr^r 

Masayoshi MURAMUTSO, et al. 
10/022,434 
December 20, 2001 

HIGH PRODUCTION METHOD OF PRENYL 
ALCOHOL BY MICROORGANISMS 



GROUP ART UNIT 
EXAMINER 



To Be Assigned 
To Be Assigned 



ASSISTANT COMMISSIONER 

FOR PATENTS 
Washington, D.C. 2023 1 



SIR. 



SUBMISSION OF STIRSTTTUte DWAWTTvrr^g 



Enclosed please find eleven (1 1) sheets of substitute drawings. Please replace the 
drawings submitted at the time of filing this application with the substitute drawings 
submitted herewith. The substitute drawings submitted herewith are believed to comply 
with the margin requirements set forth in the Januaiy 28, 2002 Notice to File Missing 
Parts. No new matter is being added herein. 



Dated: March 28. 20n? 



Respectfully submitted, 
KENYON & KENYON 

Kristina M. Castellano 
(Reg. No. 41,092) 



1500 K Street, N.W., Suite 700 
Washington, D.C. 20005 
(202) 220-4200 




PATENT 

Attorney Docket No. 10235/12 



APPLICANTS 
SERIAL NO. 
FILED 
FOR 



TN THF, TTNITED STATES PATENT AND TRADEMARK 

Masayoshi MURAMATSU, et al. 
: 10/022,434 
: December 20, 2001 



GROUP ART 
EXAMINER 



fflGH PRODUCTION METHOD OF PRENYL 
ALCOHOL BY MICROORGANISMS 

To Be Assigned 

To Be Assigned 



ASSISTANT COMMISSIONER 

FOR PATENTS 
Washington, D.C. 20231 



CLAIM TO CONVENTTON PRIGRrTY UNDER 35 U.S.C. S 119 



SIR: 



The Convention Priority Dates of Japanese Patent Application Nos. JP2001-375842 filed 
in Japan on December 10, 2001 and JP2000-401951 filed in Japan on December 28, 2000 are 
hereby claimed in the Declaration, Power of Attorney and Petition filed herewith. To complete the 
claim to the Convention Priority Date of said Japanese Patent AppUcations, a certified copy of each 
priority application is submitted herewith. 

RespectfiiUy submitted, 



Dated: March 28, 2002 



KENYON & KENYON 
1500 K Street, N.W., Suite 700 
Washington, DC 20005-1257 
Tel: (202) 220-4200 
Fax: (202) 220-4201 



Kristina M. Castellano 
(Reg. No. 41,092) 
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Please type a plus sign (>) insidi 



/e^ur use thro 



PTO/SB/05 (11-00) 

A y ApproveJlTusethrough 10/31/2002. 0MB 0651-0032 

U S. P&nt and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
Under the Paperwrk Reduction Act of 1995. no persons ar^ required to r espond to ^llection of information unless it displays a valid OMB control numt)er. 



UTILITY 
PATENT APPLICATION 
TRANSMITTAL 



^ (Only for new nonprovisional applications under 37 C.F.R. 1.53(b)) 



AttQfl 

First Inventor 



f Docket No. 10235/12 



Title 



Masayoshi MURAMATSU et al. 



High Production Method of Prenyl Alcohl by Microorganisms 



Express Mail Label No. 



APPLICATION ELEMENTS 

See MPEP chapter 600 concerning utilify patent application contents. 



ADDRESS TO: 



Assistant Commissioner for Patents 
Box Patent Application 
Washington. DC 20231 



1. la Fee Transmittal Form (e.g.. PTO/SB/17) 

(Submit an wiginat and a duplicate tor fee processing) 

2 □ Applicant daims small entity status. 

See 37CFR1.27. 
3. El SpHBcification [Total Pages 

(preferred arrangement set forth below) 

- Descriptive title of the Invention 

- Cross References to Related Applications 

- Statement Regarding Fed sponsored R&D 

- Reference to sequence listing, a table, 
or a computer program listing appendix 

- Background of the Invention 

- Brief Summary of the Invention 

- Brief Description of the Drawings ( if filed) 

- Detailed Description 
-aaim(s) 

. Abstract of the Disclosure 



[rofa/S/ieete LuJ 1 
{Total Pages \ \ 1 



S Drawing{s) (35 U.S.C.113) 

5. Oath or Declaration 

a. □ Newly executed (original or copy) 

b. □ Copy from a prior application (37 CFR 1.63(d)) 

(fore continuation/divisional with Box 18 completed) 

i n nFLETIQN OF INVENTOR(S) 

Signed statement attached deleting inventor(s) 
named in the prior application, see 37 CFR 
1.63(d)(2) and 1.33(b). 

6. n Application Data Sheet. See 37 CFR 1.76 



7. □ CO-ROM or CD-R in duplicate, large table or 

Computer Program (Appendix) 

8. Nucleotide and/or Amino Acid Sequence Submission 
(if applicable, all necessary) 

a. □ Computer Readable Form (CRF) 

b. Specification Sequence Listing on: 

i. □ CD-ROM or CD-R (2 copies): or 

ii. □ paper 

c. □ Statements verifying Identity of above copies 



ACCOMPANYING APPLICATIONS PARTS 



9. □ Assignment Papers (cover sheet & document(s)) 

10. □ 37 C.F.R.§3.73(b) Statement □ Power of 

(when there is an assignee) Attomey 

1 1 . □ English Translation Document (if applicable) 

12. □ Infonnation Disclosure □ Copies of IDS 

Statement (IDS)/PT0-1449 Citations 

1 3. □ Preliminary Amendment 

14. □ Return Receipt Postcard (MPEP 503) 

(Should be specifically itemized) 

1 5. □ Certified Copy of Priority Document(s) 

(if foreign priority is claimed) 

16. D Request and Certification under 35 U.S.C. 122 

(b)(2)(B)(i). Applicant must attach fomn PTO/SB/35 
or its equivalent. 

17. E other: 



18. If a CONTINUING APPLICATION, check appropriate box. and supply the requisHe informaUon below and in a preliminary amendment, 
or in an Application Data Sheet under 37 CFR 1.76: 

□ Continuation □ Divisional □ Continuatiornn-part (CIP) of prior application No: 

□ C^ss Reference to Related Application included in Preliminary Amendment Attached. Note: Across reference to related applK:at.on(s) must be 
filed with the USPTO before four months from the filing date of this continuing application. ^ . . .-.^ 

rnNTifJiJATiON or DIVISIONAL APPS only: The entire disclosure of the prior application, from which an oath or declaration is supplied 
undfr BoJ 5b^ of the accompanying or divisional application and is hereby Incorporated by reference. 

yhelnco^^^^^^ gupon when a portion has bee^ Inadvertently omitted from the submitted application parts. 

17. CORRESPONDENCE ADDRESS 



H Customer Number or Bar Code Label 



23838 



(Insert Customer No. or Attach barcode label herel 



or □ Correspondence address below 



Name 


— ? 




Address 








City 


1 State 


Zip Code 




Country 


Telephone 




Fax 


^ 


Name (Pr 


int/Type) 


John 0. Altmiller j 


Registration No. (Attorney/Agent) 


25,951 


Signature 




Date 


December 20, 2001 

J 



Burden Hour Statement: This form is 
comments on the amount of time you 
Office, Washington, DC 20231. DO i 
Patents. Box Patent Application. Washington. DC 20231. 



Tiated to take o.z nours lo complete, nme wm vcjiy viCM^..w...a mk^- "'X"™ .rU „ : V — Z^.^r^^rr^r^i\c 
e required to complete this form should be sent to the Chief Infomiation Officer. U.S. Patent and Trademari< 
>T SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for 



emarK Off! 



PTO/SB/17 (11-00) 
Appi^Bbr use through 10/31/2002. 0MB 0651-0032 
U S Patent and Trademafoflice: U.S. DEPARTMENT OF COMMERCE 
d to a coltction oflnformation unless it displays a valid 0MB cortrelnumber 




1"^ 



E TRANSMITTAL 
%^for FY 2001 

Lnf fees are subject to annual revision. 



OUNT OF PAYMENT 



($) 300.00 



METHOD OF PAYMENT (check one) 
"The Commissioner is hereby autnonzed to charge 
indicated fees and credit any over payments to: 



Deposit 
Account 
Number 

Deposit 
Account 
Name 



11-0600 



Kenyon & Kenyon 



IMCtlllC I . . 

g| Charge Any Additional Fee Required 

Under 37 CFR 1.16 and 1.17 
□ Applicant claims small entity status. 
- 37 CFR 1.27 



"J □ Payment Enclosed: 
□ Check □ Credit card 



□ Money 
Order 



□ Other 



BASIC FILING FEE 



Large 


Entity 


Small 


Entity 


Fee Description 


Fee 


Fee 


Fee 


Fee 


Code 


{$) 


Code 


($) 




101 


740 


201 


355 


Utility filing fee 


106 


320 


206 


160 


Design filing fee 


107 


490 


207 


245 


Plant filing fee 


108 


710 


208 


355 


Reissue filing fee 


114 


150 


214 


75 


Provisional filling fee 



Fee Paid 



SUBTOTAL (1) 



($) 



2. EXTRA CLAIM FEES 



Total Claims 
Independent 

Claims 

Multiple 
Dependent 



Extra Fee from 

Claims below 

X 



18 



84 



109 



Entity 


Small 


Entity 


Fee 


Fee 


Fee 


($) 


Code 


($) 


18 


203 


9 


80 


202 


40 


270 


204 


135 


80 


209 


40 


18 


210 


9 



SUBTOTAL (2) 



Comolete if Known A 


Application Number 


10/022.434 


Filing Date 


December 20, 2001 




First Named Inventor 


Masayoshi MURAMATSU 


Exanniner Name 


Tn Rft ARsiqned 




Group / Art Unit 


To Be Assigned ^ — 


Attorney Docket No. 


10235/12 y 



FEE CALCULATION (continued) 



3. ADDITIONAL FEES 
Large 
Entity 

I Pee Fee Fee 

Code ($) Code 

1 105 130 205 

127 50 227 



Fee Description 

Claims in excess of 20 
Independent daims in excess of 3 
Multiple dependent daim. if not paid 
** Reissue independent dalms over 
original patent 

*• Reissue claims in excess of 20 and 
over original patent 



139 


130 


139 


130 


147 


2 520 


147 


2,520 


112 


920* 


112 


920* 


113 


1,840* 


113 


1,840* 


115 


110 


215 


55 


no 


390 


216 


195 


117 




217 


445 


118 


1.390 


218 


695 


128 


1.890 


228 


945 


119 


310 


219 


155 


120 


310 


220 


155 


121 


270 


221 


135 


|l38 


1.510 


138 


1,510 


Il40 


110 


240 


55 


|l41 


1.240 


241 


620 


|l42 


1.240 


242 


620 


Il43 


440 


243 


220 


1144 


600 


244 


300 


|l22 


130 


122 


130 


Il23 


130 


123 


130 


Il26 


180 


126 


180 


Usi 


40 


581 


40 


|l46 


710 


246 


355 


|l49 


710 


249 


355 


1 179 


710 


279 


355 


1 169 


900 


169 


900 



Fee Description 

Surcharge - late filing fee or oath 1 30.00 

Surcharge - late provisional filing fee 
or cover sheet. 
Non-English specification 
For filing a request for reexamination 
Requesting publication of SIR prior to 
Examiner action 

Requesting publication of SIR after 
Examiner action 

Extension for reply within first month 
Extension for reply within second 
month 

Extension for reply within third month 
Extension for reply within fourth 
month 

Extension for reply within fifth month 
Notice of Appeal 

Filing a brief in support of an appeal 
Request for oral hearing 
Petition to institute a public use 
proceeding 

Petition to revive - unavoidable 
Petition to revive - unintentional 
Utility issue fee (or reissue) 
Design issue fee 
Plant issue fee 

Petitions to the Commissioner 
Petitions related to provisional 
applications 

Submission of Information Disdosure 
Stmt 

Recording each patent assignment 
per property (times number of 

properties) 

Filing a submission after final rejection 
(37 CFR § 1.129(a)) 
For each additional invention to be 
examined (37 CFR § 1.129(b)) 

Request for Continued Examination (RCE) 

Request for expedited examination 
of a design application 



I Other fee (specify) Petition in Response to Notice to File Missing Parts 
I of Application 



40.00 



•Reduced by Basic Filing Fee Paid 



SUBTOTAL (3) 



Name (Prini/Type) 



Signature 



Kristina M. Castellano 



Registration No. Attorney/Agent) 



Date 



March 28, 2002 




APPLICATION NUMBER 



■FILING/RECEIPT PATE. 



www.uspto.goN' 
ATTORNEY POCKET NUMBER 



10/022,434 



12/20/2001 



Masayoshi Muramatsu 



23838 

KENYON & KENYON 

1500 K STREET, N.W., SUITE 700 

WASHINGTON, DC 20005 



CONFIRMATION NO. 5208 
FORMALITIES LETTER 

IIMIIIIIIIIHIIilUm 

•OC000000007375741* 

Date Mailed: 01/28/2002 



NOTICE TO FILE MISSING PARTS OF N0NPR0V1SI0NAL APPLICATION 

FILED UNDER 37 CFR 1 .53(b) 
Filing Date Granted 

A„ application number a„<i mng da,. ™;r.™teS'^^^^^ , 
however, are misslnj. Applicant ,s g"'^'" ™° »'°^™ J Sdonmenl Extensions of time may be obtained by 

srpSra"c2c7pa«^?rn^r^^^^^^^ 

\SoZm&mn Number a,<d Fmg Date. "''"'^^ ^ ^^t forth in 37 CFR 1.16(1) of 

• I?30t?ar=re'n.^S-^^^^ 

• The balance due by applicant is $ 130. 

Theappl.a«on Is Informal since It does not comply w«h the re,u..»nsfo,.he reasoh.s, Indeed belo«. 
The required Item(s) IdenWed below must be Bmely submitted to aycid abandonment: 
. Substitute drawings In compliance with 37 CFR 1 .84 because: 

. drawing sheets do no. have the ^PP^S"!? i'n*) a^?..'side mL^n" Ut 
?ril\?rSSetS1.'^^^^^^ < and a bot»m 

margin of at least 1 .0 cm. (3/8 inch); 

.Acopyofthe-SequenceListing-incomput^^^^^^^^^^ 
C.F.R 1 .821(6). If the efff tive fil.ng date .s on or ate^^^^ , ^^^^ (September 19 

published in the Federal Register at 65 546°4 (^^^^^^^^ "Sequence Listing and 

2000). Applicant must provide an initial co'Tf |S nafnformafon ^ in computer readable form is 

a statement that the content of the ^^^^^^"^f ' fi^^^"^^^^^^^^^ where applicable, includes no new 

identical to the written (on paper ;°"^P3Ct ^^^^ r821 (g) 1 8250)), or 1 .825(d). If applicant desires the 
matter, as required by 37 CFR 1 (eU^82m 1821 (g^^^^ application on file in the U.S. 

^X::^^, ^^Ze^^^^^^-^^ 37 CFR 1.821(e) may be submitted in lieu 



Page 2 of 2 



of a new CRF. 



For questions regarding compliance to these requirements, please contact: 

■ For Rules Interpretation, call (703) 308-4216 

■ To Purchase Patentin Software, call (703) 306-2600 

■ For Patentin Software Program Help, call (703) 306-4119 or e-mail at 
patin21help@uspto.gov or patin3help@uspto.gov 

The following item(s) appear to have been omitted from the application: 
• Figure(s) 5 described in the specification. 

I Should applicant contend that the above-noted omitted item(s) was in fact deposited in the U.S. Patent and 
Trademark Office (USPTO) with the nonprovisional application papers, a copy of this Notice and a petition (and 
$1 30 00 petition fee {37 CFR 1. 1 7(h))) with evidence of such deposit must be filed within TWO MONTHS of the 
date of this Notice. The petition fee will be refunded if Is determined that the item(s) was received by the USPTO. 

II Should applicant desire to supply the omitted item(s) and accept the date that such omitted item(s) was filed in 
. . the USPTO as the filing date of the above-identified application, a copy of this Notice, the omitted item(s) (with a 
^ supplemental oath or declaration in compliance with 37 CFR 1 .63 and 1 .64 referring to such items), and a petition 

under 37 CFR 1 .182 (with the $130.00 petition fee (37 CFR 1.17(h)) requesting the later filing date must be filed 
within TWO MONTHS of the date of this Notice. 

III The failure to file a petition (and petition fee) under the above options (I) or (II) within TWO MONTHS of the 
date of this Notice (37 CFR 1 . 1 81 (f)) will be treated as a constructive acceptance by the applicant of the 
application as deposited in the USPTO THIS TWO MONTH PERIOD IS NOT EXTENDABLE UNDER 37 CFR 
1 136(a) or (b) In the absence of a timely filed petition in reply to this Notice, the application will maintain a filing 
date as of the date of deposit of the application papers in the USPTO, and original application papers (i.e. , the 
original disclosure of the invention) will include only those application papers present in the USPTO on the date of 



i; 



Q deposit. 

In the event that applicant elects not to take action pursuant to options (I) or (II) above (thereby constructively 
electing option (111)) amendment of the specification to renumber the pages consecutively and cancel incomplete 
sentences caused by any omitted page(s), and/or amendment of the specification to cancel all references to any 
omitted drawing(s), relabel the drawing figures to be numbered consecutively (if necessary), and correct the 
references in the specification to the drawing figures to correspond with any relabelled drawing figures, is 
required Any drawing changes should be accompanied by a copy of the drawing figures showing the proposed 
changes in red ink. Such amendment and/or correction to the drawing figures, if necessary, should be by way of 
preliminary amendment submitted prior to the first Office action to avoid delays in the prosecution of the 
application. 



A copy of this notice MUST be returned with the reply. 



V-e- 

Customer Service Center 

Initial Patent Examination Division (703) 308-1202 

PART 2 - COPY TO BE RETURNED WITH RESPONSE 



The stamfl the Patent Office hereon, may be taken as acknowledging the r^^^^^ 
stamped, of J 

NEW PATENT APPLICATION of: Masayoshi MURAMATSU et al. 

Title: HIGH PRODUCTION METHOD OF PRENYL ALCOHL BY MICROORGANISMS 

Specification (including total pgs. of claims & J^.*"^^^^^^ 

Total Claims: 3 No. of Drawings: No. of Draw.ngPages.il 

Recording Fee: Declaration: Assignment 

SgTee: $740^ Priority Document: _ Prelimmary Amendme^O- 
Information Disclosure Statement — _ 

PTO Fonn 1449 with references ^/without references , 

Small Entity Request 

Also enclosed: FEE TOANSMITTAL; UTILITY PATCNT APPUCATION TRA^. 
VERIFIED STATEMENT UNDER 37 CFR § 1.821 (F) 




AUTHORIZAnON TO CHARGE DEPOSIT ACCOUNT NO. 11-0600 



JCA/paa 



10235/12 



12/20/01 



